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Group Art Unit: 1774 



In re Application of: 



Chesser et al. 



Serial No.: 



08/869,109 



Examiner: Kelly 



Filed: 



June 4, 1997 



For: 



Controlled Hydration of 
Starch In High Density 
Brine Dispersion 



Atty. Docket: 154-09245-CPA 



PETITION UNDER 37 C.F.R. 1.181 TO REVIEW DE TERMINATION OF 
PATENT TERM EXTENSION PURSUANT TO 37 C.F.R. §1.701 

Mail Stop Patent Extension 

Commissioner for Patents 
P. O. Box 1450 
Alexandria VA 22313-1450 

Applicants respectfully petition the Commissioner for Patents to review and reconsider 
the Patent Term Extension determined for the present application, as indicated on the 
communication entitled Determination of Patent Term Extension Under 35 U.S.C.A 154(b) and 
mailed July 21, 2004. Specifically, Applicants request that any patent to be issued from the 
above-identified application include an indication of a 981 days term extension. The basis for 
the requested Patent Term Extension is provided under 51.701(a)(3) and §1.701(c)(3), which 
cover Examination Delays caused by a review by the Board of Patent Appeals and Interferences 
and wherein "a patent was issued pursuant to a decision reversing an adverse determination of 
patentability." 
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STATEMENT OF FACTS 

The present application was filed on March 24, 1999 as a Continuing Prosecution 
Application (CPA) of a patent application originally filed on July 4, 1997. The claims of the 
CPA application were rejected in a non-Final Office Action and then, again in a Final Office 
Action. After receiving an Advisory Action from the U.S.P.T.O., Applicants filed a Notice of 
Appeal on May 12, 2000. On January 17, 2003, the Board issued a Decision on the Appeal in 
the form of a Remand to the Examiner (see attached copy). The Examiner then issued a First 
Office Action on October 6, 2003, in which all claims were rejected and to which Applicants 
filed a Response on December 1, 2003. The next communication issued by the U.S.P.T.O. was a 
Notice of Allowance on July 21, 2004. This Notice was accompanied by the above-mentioned 
Determination of Patent Term Extension. 

A summary of the relevant activities and dates are provided below: 

Original Filing Date: June 4, 1997 

CPA Filing Date: March 24, 1999 

Notice of Appeal: May 12, 2000 

BAPI Decision: January 17, 2003 

Notice of Allowance: July 21, 2004 

Copies of USPTO Communications reflecting the above activities are provided in the attached 
Appendix, along with the Determination of Patent Term Extension and a P. A J.R. printout of the 
File History. 



BASIS FOR TERM EXTENSION 

For purposes of Patent Term Adjustment (or extension), Section §1.701 applies because 
the present application was filed on or after June 8, 1995, but before May 29, 2000. Applicants 
request a Patent Term Extension of a total of 981 days, on the basis of § 1.701(a)(3), as 
determined by § 1.701(c)(3). Specifically, the Applicants submit that the Patent to be issued on 
this application is entitled to an extension of the patent term because issuance was delayed due to 
an appellate review by the Board of Patent Appeals and Interferences, in which a "decision 
reversing the adverse determination of patentability" was rendered. Former 35 U.S.C 154(b)(2). 
Applicants further submit that the patent will not be "subject to a terminal disclaimer due to the 
issuance of another patent claiming subject matter that is not patentably distinct from that under 
appellate review," as required by §1.701(a)(3). The Term Extension is determined as the number 
of days in the period beginning on the filing date of the Notice of Appeal (May 12, 2000) and 
ending on the issuance date of the Decision from the BAPI (January 17, 2003). See 37 CFR 
§L701(c)(3). For the present application, this period accounts for a total of 981 days. 

Applicants further direct attention to recent revisions of the Patent Term Extension and 
Patent Term Adjustment provisions, effective May 18, 2004. The present rule provides that 
certain remands by the BAPI shall be considered "a decision in the review reversing an adverse 
determination of patentability." 37 C.F.R. § 1.701(a)(3). Specifically, if an Application is 
remanded by a panel of the BAPI and the Remand is the last action by the BAPI panel prior to 
the mailing of the Notice of Allowance under 35 U.S.C. 151 in the Application, the Remand 
shall be considered a "decision reversing an adverse determination of patentability" for patent 
term extension purposes. Id. Such consideration is conditioned on the absence of a Request for 
Continued Examination (RCE) that was "first preceded by the mailing, after such remand, of at 
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least one of an action under 35 U.S.C. §132 or a Notice of Allowance under 35 U.S.C. §151". Id. 
In respect to the present application, the Decision for Remand on January 17, 2003 was, indeed, 
the "last action by the BAPI panel prior to the mailing of the Notice of Allowance. . Moreover, 
the Applicants have not filed (and will not file) an RCE at any time after the BAPI Decision. 
Accordingly, the BAPI's Decision for Remand is a "decision reversing an adverse determination 
of patentability", for purposes of 37 C.RR. §1.701(a)(3). 

CONCLUSION AND PETITION 

Applicants submit that the present application is entitled to a patent term extension of 981 
days. Accordingly, Applicants petition the Commissioner under 37 C.F.R. §1.181 to review the 
present Determination of Patent Term Extension and determine a Patent Term Extension of 981 
days for indication on the soon-to-be issued Patent. 

Applicants believe that a fee as set forth in 37 C.FR. § 1.18(e) is required of this Petition. 
The Commissioner is hereby authorized to charge the amount of $200.00 to cover the fee and 
any additional fees or credit any overpayments related to this Petition to Deposit Account No. 
02-0429 (154-09245-CPA), maintained by Baker Hughes Incorporated. 



Respectfully submitted, 




Alberto Q. AmatoTig, Jr., 41,580 
Paula D. Morris & Associates, P.C. 
d/b/a The Morris Law Firm, P.C. 
10260 Westheimer, Suite 360 
Houston, Texas 77042 
Telephone: (713) 334-5151 
Facsimile: (713) 334-5157 
ATTORNEY FOR APPLICANTS 
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Determination of Patent Term Extension 

Filing Receipt for Continuing Prosecution Application 

Notice of Appeal 

BAPI Decision 

Notice of Allowance 

P.A.LR. Printout 




United States Paxe^t^ 



Office 
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FILING DATT^STH 
06/04/1997 



07/21/2004 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box J450 

Alexandria, Virginia 22313-1450 
www.usptb.gov 



APPLICATION NO. 



^f7FlRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



08/869,109 



23770 



BILLY G. CHESSER 



7590 



PAULA D. MORRIS & ASSOCIATES, P.C. 
d/b/a THE MORRIS LAW FIRM, P.C. 
1 0260 WESTHEIMER, SUITE 360 
HOUSTON, TX 77042-31 10 



BI54-9245 



4324 



EXAMINER 



DYE, REN A 



ART UNIT 



PAPER NUMBER 



1774 

DATE MAILED: 07/21/2004 



Determination of Patent Term Extension under 35 U.S.C. 154 (b) 

(application filed after June 7, 1995 but prior to May 29, 2000) 

The Patent Term Extension is 0 day(s). Any patent to issue from the above-identified application will include an 
indication of the 0 day extension on the front page. 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Extension is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (703) 305-1383. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at (703) 305-8283. 
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FEE RE CD 



Trademark Office 



ATTY.DOCKET NO 



B1 54-9245 



UNITED STATES DEPARTMENT OF COMMERCE 
United State* Patent and Trademark Ofluie 
Addrcw: COMMISSIONER FOR PATENTS 



P.O. Dox 1450 
AltAiinihii, Viiipiiia 22313-1450 



DRAWINGS I TOT CLMS I IND CLMS 



CONFIRMATION NO. 4324 



23770 

PAULA D. MORRIS & ASSOCIATES, P.C. 
10260 WESTHEIMER, SUITE 360 
HOUSTON, TX 77042 



CORRECTED FILING RECEIPT 



RECEIVED 
MAY 1 t 200% 

PDM&A, P.C 



iiiniDiinfliifliiiiiiiiwiiiiii 



'OC00000001 2564730* 



Date Mailed: 05/07/2004 



Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Filing 
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit 
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply 
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections (if 
appropriate). 



Domestic Priority data as claimed by applicant 

This appln claims benefit of 60/039,614 03/18/1997 

Foreign Applications 

If Required, Foreign Filing License Granted: 11/17/1997 

Projected Publication Date: None, application is not eligible for pre-grant publication 
Non-Publication Request: No 
Early Publication Request: No 



Applicant(s) 



BILLY G. CHESSER, ONALASKA, TX; 
GREGORY A. MULLEN, HOUSTON, TX; 
DAVE CLARK, HUMBLE, TX; 



Assignment For Published Patent Application 

Baker Hughes Incorporated, Houston, TX; 



Title 
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Preliminary Class 

507 



LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 

GRANTED 

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where 
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted 
under 37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof 
unless it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 
1.53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 (j)); the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b). 



NOTICE OF APPEAL FROM THE EXAMINER 
TO THE BOARD OF PATENT APPEALS AND INTERFERENCE 



re Application of: 
Chesser, et al. 

Serial No.: 08/869,109 

Filed: June 4, 1997 



§ 
§ 
§ 
§ 
§ 
§ 
§ 

For: Controlled Hydration of Starch § 
in High Density Brine Dispersion § 



Group Art Unit: 1756 



Examiner: C. H. Kelly 



Atty. Docket: 154-09245-CPA 



Commissioner for Patents & Trademarks 
Washington, D.C. 20231 

Sir: 

Applicant hereby appeals to the Board of Patent Appeals and Interferences from the 
decision of the Examiner dated April 20, 2000, finally rejecting claims 1, 3, 7, 9, 14-16, 21, 
22, 26, 27, and 29-65. 37 C.F.R. §1.191. 



Appeal Fee amount: 

Charge to Deposit Account No. 



$300.00 

02-0429 (154-09245-CPA) 



The Commissioner is also hereby authorized to charge any additional fees or credit 
overpayment to Deposit Account No. 02-0429( 154-09245-CPA), which is maintained by 
Baker Hughes Incorporated. 



One additional copy of this Notice is enclosed herewith. 

aspect: 



Respectfully submitted^ 




f 



Paula D. Morris - y 
Registration No. 3 1 ,5 1 6 
Paula D. Morris & Associates, PC 
2925 Augusta, Suite 930 
Houston, TX 77042 
Telephone No. (713)-334.5 1 5 1 
Facsimile No. (713)-334-5157 



CERTIFICATE OF MAILING 
I hereby certify that this paper, along with any referred to as being attached or enclosed, is being forwarded to the 
Commissioner of PatenUand Trademark. Washington, DC 20231, via the United States Postal Service, first class mail, 
postage prepaid on I day of 2000. 




Ellen Peacock 



The opinion in support of the decision being entered today was not 
0 i P^viritten for publication and is not binding precedent of the Board. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

RECEIVED 
JAN 2 1 2003 

BEFORE THE BOARD OF PATENT APPEALS 

AND INTERFERENCES PDM&A/ P'.C 



Ex parte BILLY G. CHESSER, GREGORY A. MULLEN, 

and DAVE CLARK 



Appeal No. 2001-0951 
Application No. 08/869,109 

ON BRIEF 



Before GARRIS, KRATZ, and PAWLIKOWSKI, Administrative Patent 
Judges . 

GARRIS, Administrative Patent Judge . 

REMAND TO THE EXAMINER 
This application is hereby remanded to the examiner for 
appropriate action consistent with our comments below. 

Our study of the file record for this application reveals 

confusion with respect to the claims which are pending and on 
appeal. For example, on each of pages 1 and 2 of the brief 
(paper no. 24), the listing of finally rejected claims which are 
on appeal does not include claim 23. However, claim 23 is 
presented in the appendix of the brief and is included in the 
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Application No. 08/869,109 

examiner's statement of rejection as presented on page 2 of the 
final office action (paper no. 20) and as presented on page 3 of 
the answer (paper no. 25). Additionally, on page 2 of the brief, 
the appellants state [a] lthough 'claim 27' was appealed, 
Appellant submits that there is no claim 27, but that original 
claim 27 was renumbered as claim 26." This statement clearly 
reflects confusion as to the status and numbering of claim 
" 27" /claim "26." Additional confusion exists with respect to 
claims 16 and 23 in that these claims as presented in the brief 
appendix correspond to original claims 16 and 23 which, according 
to the application file record, were renumbered 1 as claims 15 and 
22 respectively and then canceled. 

Upon return of this application to the jurisdiction of the 
Examining Corps., the examiner must communicate to the appellants 
the status, content and numbering of all claims now pending in 
the application file. Moreover, the appellants must respond to 
this communication in such a way as to ultimately clarify in the 
minds of both the examiner and the appellants an understanding 

1 As originally filed, this application presented claims 1-13 
and 15-27 (i.e., the originally filed application contained no 
claim "14"). As a result, claims 15-27 were respectively 
renumbered as claims 14-26 in accordance with 37 CFR § 1.126. 
This circumstance appears to have generated the claim confusion 
discussed above. 



Appeal No. 2001-0951 
Application No. 08/869,109 

and agreement as to this claim status, content and numbering. 

In addition to the foregoing, we observe that the 
appellants' reply brief (paper no. 26) presents arguments to 
which the examiner has not responded on the record of this 
appeal. 2 For example, the reply brief includes argument 
regarding the polymer concentrations disclosed in the applied 
prior art (i.e., U.K. Patent Application, GB, 2084586) and 
presents "EXHIBIT I" for the calculations by which appellants 
determined these prior art concentrations. The record before us 
is completely silent as to whether the examiner has considered 
this exhibit and, if so, whether the examiner agrees with the 
concentration calculations set forth therein. 

Therefore, upon return of this application to the 
jurisdiction of the Examining Corps., the examiner must respond, 
("e.g., via a supplemental examiner's answer") to the arguments 
as well as the exhibit calculations presented in the reply brief 
so as to thereby clarify whether the examiner agrees with any 
such arguments and calculations, and if not, why not. 



2 The examiner's only comment (see paper no. 27) regarding 
this reply brief is that it "has been considered and noted." 
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Appeal No. 2001 
Application No. 



-0951 
08/869,109 



This application, by virtue of its "special" status, 
requires an immediate action; See the Manual of Patent Examining 
Procedure (MPEP) , § 708 . 01 (D) (8th Ed. , Aug. 2001). It is 
important that the Board be promptly informed of any action 
affecting the appeal in this case. 



REMANDED 




ive Patent Judge 




BOARD OF PATENT 
APPEALS AND 
INTERFERENCES 



PETER F. KRATZ 
Administrative Patent Judge 




BEVERLY A. PAWLIKOWSKI 
Administrative Patent Judge 



BRG : hh 
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PAULA D. MORRIS 

PAULA D. MORRIS & ASSOCIATES, P.C. 
2925 BRIAR PARK, STE. 930 
HOUSTON, TX 77042 
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HOUSTON, TX 77042-31 10 



EXAMINER 



RECEIVED 
JUL 2 6 2004 
PDM&A, P.C. 



DYE, REN A 



ART UNIT 



PAPER NUMBER 



1774 

DATE MAILED: 07/21/2004 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



08/869,109 06/04/1997 BILLY G. CHESS ER 

TITLE OF INVENTION: CONTROLED HYDRATION OF STARCH IN HIGH DENSITY BRINE DISPERSION 



B 154-9245 



4324 



APPLN. TYPE 


SMALL ENTITY 


ISSUE FEE 


PUBLICATION FEE 


TOTAL FEE(S) DUE 


DATE DUE | 


nonpro visional 


NO 


$1330 


so 


$1330 


10/21/2004 



THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION ON THE MERITS JS CLOSED . THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY PERIOD CANNOT BE EXTENDED . SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE 
REFLECTS A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE APPLIED IN THIS APPLICATION. THE PTOL^85B (OR 
AN EQUIVALENT) MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL 
BE REGARDED AS ABANDONED. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 



If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FEE(S> DUE shown 
above. 

B. If the status above is to be removed, check box 5b on Part B - 
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 



If the SMALL ENTITY is shown as NO: 



A. Pay TOTAL FEE(S) DUE shown above, or 



B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 



II. PART B - FEE(S) TRANSMITTAL should be completed and returned to the United States Patent and Trademark Office (USPTO) with 
your ISSUE FEE and PUBLICATION FEE (if required). Even if the fee(s) have already been paid, Part B - Fee(s) Transmittal should be 
completed and returned. If you are charging the fee(s) to your deposit account, section "4b" of Part B - Fee(s) Transmittal should be 
completed and an extra copy of the form should be submitted. 
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